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Disposition of Claims 
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Application Papers 
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Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
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Election/Restrictions 

1. Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1-32 and 76-96, drawn to a tumbler, classified in class 220, 
subclass 703. 

II. Claim 33-75 and 97-161, drawn to a method of making the tumbler, 
classified in class 264, subclass 523. 

2. Inventions of Group II and Group I are related as process of making and product 
made. The inventions are distinct if either or both of the following can be shown: (1 ) 
that the process as claimed can be used to make other and materially different product 
or (2) that the product as claimed can be made by another and materially different 
process (MPEP § 806.05(f)). In the instant case the product could be made by other 
processes such as vacuum forming. 

Applicant is advised that the reply to this requirement to be complete must 
include an election of the invention to be examined even though the requirement be 
traversed (37 CFR 1.143). 

3. During a telephone conversation with Nr. Michael Ferrell on January 25, 2006 a 
provisional election was made with traverse to prosecute the invention of Group I, 
claims 1-32 and 76-96. Affirmation of this election must be made by applicant in 
replying to this Office action. Claims 33-75 and 97-161 are withdrawn from further 
consideration by the examiner, 37 CFR 1.142(b), as being drawn to a non-elected 
invention. 
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Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 

5. Claims 1-7, 9, 13-32, 76-80, 83-87 and 89-96 are rejected under 35 U.S.C. 
102(e) as being anticipated by Sandstrom et al (6,866,905) (Sandstrom). 

The applied reference has a common assignee with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) might be overcome 
either by a showing under 37 CFR 1.132 that any invention disclosed but not claimed in 
the reference was derived from the inventor of this application and is thus not the 
invention "by another," or by an appropriate showing under 37 CFR 1.131. 

6. Regarding claims 1-7, 9, 20 and 25-30, Sandstrom discloses a stackable PET 
tumbler formed by injection blow-molding which would constitute injection molding a 
preform and blow molding it. Sandstrom discloses the tumbler with a rigidity index of 
1 .84 ( C, Table 4) but not 4 or 5, however, the rigidity index would appear to be an 
inherent property of the material and the tumbler of Sandstrom being made of PET 
would meet the requirements. 



Application/Control Number: 10/635,722 Page 4 

Art Unit: 3727 

7. Regarding claim 1 3, the tumbler has a fortified rim (Column 4, lines 5-7). 

8. Regarding claims 14-17 and 21-24, Sandstrom does not disclose a blow-up ratio, 
however, examiner deems the blow-up ration to be directed to process limitations and 
does not materially affect the structure of the product. 

9. Regarding claims 18, 19, 31, 32, 77 and 78, Sandstrom discloses a tumbler with 
a circular cross-section near the top of the tumbler and a cross-section of curved and 
linear segments at the bottom of the tumbler (Figures 1A-1C and 3A-3C). 

10. Regarding claims 76, 79 and 80, Sandstrom discloses a stackable PET tumbler 
with the upper aperture generally larger that the base and having a fortified rim 

1 1 . Regarding claims 83 and 84, Sandstrom discloses a tumbler having a weight of 
about 25 grams (C, Table 4). 

12. Regarding claims 85-86, Sandstrom discloses a tumbler volume of about 16-20 
ounces, and about 20 ounces would include volumes slightly exceeding 20 ounces 
(column 5, lines 46-47). 

1 3. Regarding claims 89 and 90, Sandstrom discloses a taper of 4.5-1 0 degrees 
(column 4, lines 54-55). 

14. Regarding claim 91 , Sandstrom discloses a tumbler with a reverse taper (Figure 
17A). 

15. Regarding claims 92 and 93, Sandstrom discloses a smooth sidewall adjacent 
the rim (Figure 1 A) and the fortified rim has a thickness of 1 .5 - 6 times the adjacent 
sidewall thickness (column 4, lines 13-15) 
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16. Regarding claims 94-96, Sandstrom discloses a wall caliper of 0.050 inches to 
0.500 inches. 

1 7. Claims 1 -7, 9, 1 3-1 8,20-31 , 76, 77, 79, 80, 85, 86, 91 , 92, and 94-96 are rejected 
under 35 U.S.C. 102(b) as being anticipated by Turner et al (5,449,089) (Turner). 

18. Regarding claims 1-7, 9, 20 and 25-30, Turner discloses a stackable PET 
tumbler formed by injection blow-molding a tumbler which would constitute injection 
molding a preform and blow molding it (column 2, lines 7-13 and lines 57-59). Further 
more, the tumbler being prepared by blow molding an injection molded perform is 
considered to be a product by process limitation that does not materially affect structure. 
Turner does not disclose the tumbler with a rigidity index, however, the rigidity index 
would appear to be an inherent property of the material and the tumbler of Turner being 
made of PET would meet the requirements. 

1 9. Regarding claim 1 3, the tumbler has a fortified rim (Figure 1 ). 

20. Regarding claims 14-17 and 21-24, Turner does not disclose a blow-up ratio, 
however, examiner deems the blow-up ration to be directed to process limitations and 
does not materially affect the structure of the product. 

21 . Regarding claims 1 8, 31 , and 77, Turner discloses a tumbler with a circular 
cross-section. 

22. Regarding claims 76, 79 and 80, Turner discloses a stackable PET tumbler with 
the upper aperture generally larger that the base and having a fortified rim 

23. Regarding claims 85-86, Turner discloses a tumbler volume of 20 ounces, 
(column 3, lines 64-65). 
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24. Regarding claim 91 , Turner discloses a tumbler with a reverse taper (Figure 1 ). 

25. Regarding claim 92, Turner discloses a smooth sidewall adjacent the rim (Figure 

1). 

26. Regarding claims 94-96, Turner discloses a tumbler with a wall caliper of 0.040 
inches (column 3, lines 12-14). 

Claim Rejections - 35 USC § 103 

27. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

28. Claims 83, 84, 87-90 and 93 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Turner. 

29. Regarding claims 83 and 84, Turner discloses the invention except for the weight 
of the tumbler. It would have been obvious to one having ordinary skill in the art at the 
time the invention was made to have made a tumbler having a weight of 25-100 grams 
since it has been held that discovering an optimum value of a result effective variable 
involves only routine skill in the art. In re Boesch, 617 F. 2d 272, 205 USPQ 215 (CCPA 
1980). 

30. Regarding claims 87 and 88, Turner discloses the invention except for sizes 
greater that 20 ounces. It would have been an obvious matter of design choice to make 
the tumbler in sizes greater than 20 or 30 ounces since such a modification would have 
involved a mere change in the size of a component. A change in size is generally 
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recognized as being within the level of ordinary skill in the art. In re Rose, 105 USPQ 
237 (CCPA1955). 

31 . Regarding claims 89 and 90, Turner discloses the invention with tapered walls 
but does not disclose the angle of taper. It would have been an obvious matter of 
design choice to use a taper of about 3-8 degrees as claimed, since applicant has not 
disclosed that the taper used solves any stated problem or is for any particular purpose 
and it appears that the invention would perform equally well with a variety of tapers. 
Turner would be capable of having the taper claimed as well. 

32. Regarding claim 93, Turner discloses the invention except for the thickness of 
the fortified rim. It would have been an obvious matter of design choice to make the rim 
thickness 1.5 to 10 times the thickness of the adjacent sidewall since such a 
modification would have involved a mere change in the size of a component. A change 
in size is generally recognized as being within the level of ordinary skill in the art. In re 
Rose, 105 USPQ 237 (CCPA 1955). 

33. Claims 8 and 10-12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Turner in view of Boyd et al (6,413,466). Turner discloses the invention except for 
the crystallinity of the sidewall. Boyd et al discloses a PET container with a crystallinity 
in the sidewalls exceeding 30% ( column 3, lines 24-26). It would have been obvious to 
one of ordinary skill in the art at the time the invention was made to have incorporated 
the crsytallinity exceeding 30% as disclosed by Boyd et al in the tumbler disclosed by 
Turner to improve the tumbler's ability to maintain its material integrity. 
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34. Claims 81 and 82 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Turner in view of Takahashi et al (6,436,497) (Takahashi). 

35. Regarding claims 81 and 82, Turner discloses the invention except for the 
intrinsic viscosity of the material. Takahashi discloses a PET container formed from 
material having an intrinsic viscosity of 0.5 to 1.5 (column 3, lines 42-44). It would have 
been obvious to one of ordinary skill in the art at the time the invention was made to 
have incorporated the use of PET with intrinsic viscosity of 0.5 to 1 .5 as disclosed by 
Takahashi in the tumbler disclosed by Turner since it is known in the art to make 
containers from PET of this intrinsic viscosity. 

36. Claims 19, 32 and 78 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Turner in view of Palefsky et al (D452,797). Turner discloses the invention except 
for the cross section of the tumbler being non-circular. Palefsky et al discloses a tumbler 
with a cross-section in the lower area of a rounded polygon. It would have been obvious 
to one of ordinary skill in the art at the time the invention was made to have 
incorporated the use of a rounded polygon cross-section as disclosed by Palefsky et al 
in the tumbler disclosed by Turner to provide for a better gripping surface and make the 
tumbler more attractive. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Harry A. Grosso whose telephone number is 571-272- 
4539. The examiner can normally be reached on Monday through Thursday from 7am 
to 4 pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nathan Newhouse can be reached on 571-272-4544. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Nathan Newhouse 
Supervisory Patent Examiner 
Art Unit 3727 

hag 



